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DETAILED ACTION 

Response to Amendment 

1. The declaration filed on February 22, 2008 under 37 CFR 1.131 is sufficient to overcome 
the Shirota reference. 



Response to Arguments 

2. Applicant's arguments with respect to claims 1-9 and 1 1 have been considered but are 
moot in view of the new grounds of rejection. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 7-8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

Claims 7-8 are drawn to a recording apparatus and fail to recite any structure to 
perform the recording. As such, the claim is effectively a single means claim and is rejected 
as having undue breadth. See MPEP 2164.08(a). A single means claim, i.e., where a means 
recitation does not appear in combination with another recited element of means, is subject to an undue 
breadth rejection under 35 U.S.C. 1 12, first paragraph. In re Hyatt, 708 F.2d 712, 714-715, 218 USPQ 
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195, 197 (Fed. Cir. 1983) (A single means claim which covered every conceivable means for 
achieving the stated purpose was held nonenabling for the scope of the claim because the specification 
disclosed at most only those means known to the inventor.). When claims depend on a recited 
property, a fact situation comparable to Hyatt is possible, where the claim covers every conceivable 
structure (means) for achieving the stated property (result) while the specification discloses at most 
only those known to the inventor. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 3-4 and 7-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 3 and 4 recites the limitation "the linear recording velocity." There is 
insufficient antecedent basis for this limitation in the claims. 

Claims 7 and 8 are drawn to a data recording apparatus but fail to recite structural 
features of the recording apparatus. The recited limitations do not result in any change in the 
physical structure of the recording apparatus but rather recite the intended use of the recording 
apparatus. A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim (Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987)). SeealsoMPEP2114. 
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Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a lorciun country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1, 2, 5-9 and 11 are rejected under 35 U.S.C 102(b) as being anticipated by 
Ohno et al. (US Patent Number 5.109.373). 

Regarding claim 1, Ohno discloses a data recording method of modulating the power of 
a laser beam in accordance with a pulse pattern, projecting the laser beam onto a write-once type 
optical recording medium to form a record mark and recording data in the write-once type 
optical recording medium, wherein the pulse pattern is constituted by a pattern in which the 
power of the laser beam is set to a recording power Pw within a first period and a second period 
and the power of the laser beam is set to an intermediate power Pm lower than the recording 
power Pw within a third period provided between the first period and the second period, the 
length of the first period and the levels of the recording power Pw and the intermediate power 
Pm being set to satisfy 1.7T<t top 2 and \A<Pw/Pm where T is a length corresponding to one cycle 
of a reference pulse and t top 2 is the length of the first period (see Figure 2(b) and the discussion 
in column 5 lines 36-39 regarding the length of the first pulse; see Figure 1 1, the discussion in 
column 10 lines 1 and 2 and the data in Table 1 regarding the bias power Pb and the recording 
peak power Pp). 

Regarding claim 2, Ohno discloses wherein the length of the first period is set to satisfy 
1 .7T<t, op 2<2.0T and the recording power Pw and the intermediate power Pm are set to satisfy 
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I A<Pw/Pm<\ .62 (see Figure 2(b) and the discussion in column 5 lines 36-39 regarding the 
length of the first pulse; see Figure 1 1, the discussion in column 10 lines 1 and 2 and the data in 
Table 1 regarding the bias power Pb and the recording peak power Pp). 

Regarding claims 5 and 6, Ohno discloses wherein record marks including 5T marks are 
formed in the write-once type optical recording medium during recording of data therein (see 
Figures 2(a) and 2(b)). 

Claims 7 and 8 are drawn to the apparatus corresponding to the method of using same as 
claimed in claims 1 and 2 respectively. Therefore apparatus claims 7 and 8 correspond to 
method claims 1 and 2, and are rejected for the same reasons of anticipation as used above. 

Claim 9 is drawn to the write-once type optical recording medium corresponding to the 
method of using same as claimed in claim 1 . Therefore write-once type optical recording 
medium claim 9 corresponds to method claim 1, and is rejected for the same reasons of 
anticipation as used above. 

Regarding claim 11, Ohno discloses a light transmittable substrate, a dummy substrate 
and a recording layer provided between the light transmittable substrate and the dummy substrate 
and containing an organic dye (see Figure 22 and the discussion in column 16 lines 40-55). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, i f the di (Terences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ohno et 
al. (US Patent Number 5,109,373) in view ofYokoi (US PGPub Number 2003/0090981 Al). 

Regarding claims 3 and 4, Ohno discloses a data recording method in according with 
claims 1 and 2 as noted in the 35 U.S.C. 102(b) rejection above. 

Ohno, however, fails to disclose, while Yokoi discloses wherein the linear recording 
velocity is set equal to or higher than 14 m/sec during recording of data in the write-once type 
optical recording medium (see Figures 34 and 35 and the discussion in paragraphs [0262]- 
[0271]). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings ofYokoi into that of Ohno. One of ordinary 
skill in the art at the time the invention was made would have been motivated to combine the 
teachings in order to achieve a uniformly jitter-reduced recording across the entire recording 
surface of the optical disk (as suggested by Ohno in paragraph [0271]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LaTanya Bibbins whose telephone number is (571)270-1 125. 
The examiner can normally be reached on Monday through Friday 7:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wayne Young can be reached on 571 272-7582. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/LaTanya Bibbins/ 
Examiner, Art Unit 2627 

/Wayne Young/ 

Supervisory Patent Examiner, Art Unit 2627 



